REMARKS 



Reconsideration is respectfully requested in view of any changes to the claims and 
the remarks herein. Please contact the undersigned to conduct a telephone interview in 
accordance with MPEP 713.01 to resolve any remaining requirements and/or issues prior 
to sending another Office Action. Relevant portions of MPEP 71 3.01 are included on the 
signature page of this amendment. 

Claim Rejections - 35 USC §102 



Claims 7, 10, 41-43, 49, 51, 58-60 have been rejected under 35 U.S.C. 

102(e) as being anticipated by Okubo et al (5134365). Applicants respectfully 

disagree and respectfully request this rejection be withdrawn. 

The Examiner states: 

Regarding claim 41, Okubo et al disclose a method [see also Fig. 1] 
comprising: providing a substrate (board 10) having a surface (top 
surface of 10); forming a plurality of flexible elongated electrical 
conductors (probes 30) extending away from said surface; each of 
said flexible elongated electrical conductors (30) having a first end 
(rear end 33) affixed to said surface [via solder 331] and a second end 
(probe tip 32) projecting away from said surface (top of 10); there 
being a plurality of said second ends (32); providing a means for 
maintaining said plurality of said second ends (32) in substantially 
fixed positions [via resin 50] with respect to each other. 

The Examiner does not identify where in the teaching of Okubo elements 30 thereof is 
referred to as "flexible." Thus the Examiner has not made out a prima facie case of 
anticipation. Also Fig. 1 of Okubo does not show elements 30 extending away from a 
surface of element 10. Applicants' claim 41 recites "said elongated electrical concoctors 
having a first end affixed to said surface" and recites "elongated electrical conductors 
extending away from said surface." Okubo Fig. 1 does not teach this as shown in this 
figure commenting on Okubo Fig 1 . 
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For the reasons given in the Figure above applicants disagree with the Examiner's 
statement that: 

each of said flexible elongated electrical conductors (30) having a first 
end (rear end 33) affixed to said surface [via solder 331] and a second 
end (probe tip 32) projecting away from said surface (top of 1 0); there 
being a plurality of said second ends (32); providing a means for 
maintaining said plurality of said second ends (32) in substantially 
fixed positions [via resin 50] with respect to each other. 

Applicants' claim 41 recites "elongated electrical conductors having ... a second end 

projecting away from said surface." Okubo Fig. 1 does not show element 32 projecting 

away from the surface of element 20 that element 331 is disposed on. 

Okubo shows expanded views in Fig, 2(a) and Fig. 2(b) of ends (32) in element 50. 
Element 50 does not comprise openings larger in size than the elongated electrical 
conductors. In fact Fig. 2(a) and 2(b) of Okubo show element 50 having openings that are 
the same size as the conductors 30 which result is ends 32 being in a fixed position and 
not in "substantially fixed positions" as recited in applicants claim 41 . 
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For example applicants' Fig. 28 being shows element 192 having openings 196 that are 
larger in size than elongated conductor 198 which substantially holds conductor in a fixed 
position but not in a fixed position. In applicants Fig. 28 elongated conductors can move 
within the opening 196 being held in substantially fixed position defined by the opening 
196 in element 192. 




Applicant 28 



The Examiner further states: 

Regarding claim 49, Okubo et al disclose means for maintaining 
comprising a sheet of material (support 20) having a plurality of 
opening (openings 11 and 21). 

Element 20 of Okubo has one opening 1 1 . The Examiner has incorrectly stated that 1 1 is 
an opening in element 20. Element 1 1 of Okubo Fig. 1 is an opening in element 1 0. Thus 
element 20 of Okubo Fig. 1 has only one opening and not a "openings" as recited in 
applicants' claim 49. Moreover, when element 20 is inserted into opening 1 1 of element 10 
of Okubo Fig. 1 element 11 is no longer an opening. 

The Examiner further states: 



Regarding claim 7, Okubo et al disclose said sheet of material 
(20) is spaced apart from said surface by a flexible support 
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(opening 11). 



Applicants' claim 7 recites "said sheet of material is spaced apart from said surface by a 
flexible support." The surface is the surface to which the first ends of the elongated 
electrical conductors are affixed to. Okubo Fig. 1 does not teach this. Fig. 1 from Okubo is 
shown above. Element 20 is not spaced apart from the surface of element 1 0 that element 
331 is disposed on which is the location that element 33 is attached to. In fact element 20 
of Fig, 1 is in the same plane as the surface that element 331 is disposed on and thus 
element 20 cannot be spaced apart from the surface that element 331 is disposed on as 
the Examiner contends. Moreover, the Examiner does not identify what in Okubo is a 
"flexible support." The Examiner does not explain how "opening (1 1 )" of Okubo is "a 
flexible support" as recited in applicants' claim 7 as the Examiner states in the passage 
quoted above. Thus the Examiner has not made out a prima facie case for anticipation of 
claim 7. 

The Examiner further states: 

Regarding claim 10, Okubo et al disclose said sheet (20) and said 
flexible support (11) forms a space containing said plurality of elongated 
electrical conductors (30). 

The Examiner does not identify in the quoted passage what the "space" is in Okubo. 
Applicants' claim 10 recites "said sheet and said flexible support forms said space." The 
Examiner has not identified what corresponds to this in Okubo. Thus the Examiner has not 
made out a case of prima facie anticipation. Okubo teaches at Col. 3. , lines 65-66, that 
"opening 1 1 having a stepped ring wall is formed at a central portion of the board 1 0." Thus 
Okubo 1 1 is not a flexible support as stated by the Examiner. 

The Examiner further states: 

Regarding claim 42, Okubo et al disclose said sheet (20) is formed 
and material selected from the group consisting of Invar, 
Cu/lnvar/Cu, molybdenum, and polyimides. 

The Examiner does not identify where Okubo teaches Invar, Cu/lnvar/Cu, 
molybdenum, and polyimides. Thus the Examiner has not made out a case of prima 
facie anticipation of claim 42. 



The Examiner further states: 

Regarding claim 43, Okubo et al disclose said sheet (20) is formed 
from a material selected from the group consisting of a metal, a 
polymer, a semiconductor and dielectric. 

The Examiner does not identify where Okubo teaches that element 20 is formed from a 

material selected from the group consisting of a metal, a polymer, a semiconductor and 

dielectric. Thus the Examiner has not made out a case of prima facie anticipation of claim 

43. 

The Examiner further states: 

Regarding claim 51 , Okubo et al disclose said means for maintaining 
(20) comprises openings comprising a large region (21) and a small 
region (within resin 50), said compliant elongated electrical conductors 
(30) are first inserted through said large region (21) and then moved to 
said small region (within resin 50). 

The Examiner does not identify here what in Okubo corresponds to the term "openings" 
recited in applicants' claim 51 . The Examiner does not identify here what in Okubo 
corresponds to the term "small region" recited in applicants' claim 51 . The Examiner does 
not identify where there is a teaching in Okubo for "first inserted through said large region 
(21) and then moved to said small region (within resin 50)." Thus the Examiner has not 
made out a case of prima facie anticipation of applicants' claim 51 . 

The Examiner further states: 

Regarding claim 58, Okubo et al disclose said means for maintaining 
(20) is a sheet of material comprising a plurality of openings (21 ) through 
which said seconds ends (32) project. 

Claim 58 recites "plurality of openings." The Examiner identifies the single element 21 of 

element 20 of Okubo as the element of Okubo corresponding to a "plurality of openings." A 

single opening does not anticipate a "plurality of openings." Thus the Examiner has not 

made out a case of prima facie anticipation of applicants' claim 58. 
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The Examiner further states: 

Regarding claim 59, Okubo et al disclose said means for 
maintaining (20) comprises at least one sheet of material 
comprising a plurality of openings (21) through which said 
second ends (32) project. 

Claim 59 recites "plurality of openings." The Examiner identifies the single element 21 of 

element 20 of Okubo as the element of Okubo corresponding to a "plurality of openings." A 

single opening does not anticipate a "plurality of openings." Thus the Examiner has not 

made out a case of prima facie anticipation of applicants' claim 59. 

The Examiner further states: 
Regarding claim 60, Okubo et al disclose of said at least one sheet (20) 
is a sheet of electrically conductive material which has a top surface and 
a bottom surface and said openings (21 ) have a sidewall, a dielectric 
material coats said top surface and said bottom surface and said sidewall. 

The Examiner has not identified where Okubo teaches that Okubo element 20 is a sheet 
of electrically conductive material, where Okubo teaches that a top surface and a bottom 
surface of element 20 of Okubo and the side wall of Okubo element 21 are coated with a 
dielectric material. Thus the Examiner has not made out a case of prima facie anticipation 
of applicants' claim 60. 

In view of the remarks herein the Examiner is respectfully requested to withdraw the 
rejection of claims 54-68 under 35 USC 102(e) as anticipated by Okubo. 

In view of the changes to the claims and the remarks herein, the Examiner is 
respectfully requested to reconsider the above-identified application. If the Examiner 
wishes to discuss the application further, or if additional information would be required, the 
undersigned will cooperate fully to assist in the prosecution of this application. 

Please charge any fee necessary to enter this paper and any previous paper to 
deposit account 09-0468. 
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If the above-identified Examiner's Action is a final Action, and if the above-identified 
application will be abandoned without further action by applicants, applicants file a Notice 
of Appeal to the Board of Appeals and Interferences appealing the final rejection of the 
claims in the above-identified Examiner's Action. Please charge deposit account 09-0468 
any fee necessary to enter such Notice of Appeal. 

In the event that this amendment does not result in allowance of all such claims, the 
undersigned attorney respectfully requests a telephone interview at the Examiner's 
earliest convenience. 

MPEP 713.01 states in part as follows: 

Where the response to a first complete action includes a request for an 
interview or a telephone consultation to be initiated by the examiner, ... the 
examiner, as soon as he or she has considered the effect of the response, 
should grant such request if it appears that the interview or consultation 
would result in expediting the case to a final action. 

Respectfully submitted, 



By: /Daniel P. Morris/ 

Dr. Daniel P. Morris, Esq. 

Reg. No. 32,053 

Phone No. (914) 945-3217 

IBM Corporation 

Intellectual Property Law Dept. 

P. O. Box 218 

Yorktown Heights, New York 10598 
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